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STATEMENT OF CONSIDERATIONS

REQUEST 13Y CATERPILLAR, INC. FOR AN ADVANCE WAIVER OF PATENT

RIGHTS TC INVENTIONS MADE UNDER COOPERATIVE AGREEMENT DE-

FC26-04NT42189; W(A) 04-067 ; CH-1245

As set out in the attached waiver petition and in subsequent discussions with

DOE Patent Counsel, Caterpillar, Inc. (Caterpillar) has requested an advance waiver of

domestic and foreign patent rights for all subject inventions made under the above

subject cooperative, agreement. The waiver will apply to inventions made by Caterpillar

employees and its subcontractors' employees, regardless of tier, except inventions

made by subcontractors eligible to retain title to inventions pursuant to F.L. 96-517, as

amended, and National Laboratories.

The title of this project is, "Advanced Electric Systems and Aerodynamics for

Efficiency Improvements in Heavy Duty Trucks." Referring to item 2 of Caterpillar's

petition, the purpose of this agreement is to extend the concept of heavky-duty truck

electrification that will primarily benefit fuel economy while driving over t:-e road.

The work under this agreement is expected to take place over a period of 36

months at a total cost of $3,690,514. Caterpillar will be obligated to cost share

$1,845,266, or about 50% of the total cost of the project. DOE is providing the

remaining cost share of about 50% or $1,845,248.

In view of the cost sharing and other equities between Caterpillar and its

subcontractors, it is anticipated that the parties will develop an appropriate allocation of

patent rights among the participants to facilitate the expeditious development of the
technology formin! the subject matter of the agreement. Accordingly, DOE will waive
title to all subject inventions made by Caterpillar employees and its subcontractors'
employees, regardless of tier, except inventions made by subcontractors eligible to
retain title pursuart to P.L. 96-517, as amended, or National Laboratories, to Caterpillar

or its subcontractcrs, as mutually agreed by the parties. Except as otherwise approved

in writing by DOE Patent Counsel, a party's acceptance of a subcontract under this

agreement, at any tier, shall constitute Caterpillar's certification that it has provided that

party with a copy of this Statement of Considerations and that party's notice to DOE that

it accepts the terms and conditions of this advance waiver. Additionally, subcontractors

who receive title under this waiver shall notify DOE Patent Counsel in writing of such

disposition of patent rights.

Referring lo items 5-8 in Caterpillar's waiver petition, Caterpillai states it is a

world leader in the manufacturing of diesel and natural gas engines. These varieties of

engines provide power for on-highway trucks, ships, locomotives, construction, mining,

forestry and agricultural machines. Caterpillar manufactures many of the above

categories of machines as well, and its engines and machines are manufactured in

numerous plants in the United States as well as internationally. Caterpillar has the skills,

tools, equipment, and experience to integrate electric accessories in engine/machine

applications. Its technical competence in this area is evidenced by over 2,000 patents

owned by Caterp llar or its subsidiaries. This, coupled with Caterpillar's cost sharing,

clearly demonstrates the likelihood that Caterpillar will continue development and

commercialization of the results of this agreement.

Referring to item 9 of the waiver petition, granting this waiver i,; not anticipated to

have any adverse impact on competition as there are a variety of competing

technologies in the domestic electric accessories market.





(t) U.S. COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced
through the use of any waived invention will be manufactured substantially in the United
States unless the Contractor can show to the satisfaction of the DOE thai: it is not
commercially feasib e to do so. In the event the DOE agrees to foreign manufacture,
there will be a requirement that the Government's support of the technology be
recognized in some appropriate manner, e.g., recoupment of the Government's
investment, etc. The Contractor agrees that it will not license, assign or otherwise
transfer any waived invention to any entity unless that entity agrees to these same
requirements. Should the Contractor or other such entity receiving rights in the invention
undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment, license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE.




