STATEMENT OF CONSIDERATIONS

REQUEST BY UNITED TECHNOLOGIES CORPORATION (UNITED
TECHNOLOGIES) FOR AN ADVANCE WAIVER OF DOMESTIC
AND FOREIGN RIGHTS TO INVENTIONS MADE UNDEF
COOPERATIVE AGREEMENT NUMBER DE-FC04-02AL67628, DOE:
WAIVER NO. W(A) 02-038.

The Petitioner, United Technologies, acting through the United Technologies Fesearch
Center (UTRC), has requested a waiver of all domestic and foreign patent rights to
inventions that may be conceived or first actually reduced to practice in the course of
UTRC’s work as the prime contractor under Cooperative Agreement Number DI:-FC04-
02AL67628 entitled “On-Board Vechicle, Cost Effective, Hydrogen Enhancement
Technology PEM Fuel Cells” with the U S. Department of Energy (DOE).

The work to be done will be the development and fabrication of an integrated high
temperature water gas shift reactor/hydrogen separator for use in a PEM fuel cell power
plant. The goal of the program is the production of a low cost, compact system for
converting fossil fuel reformate into fuel cell purity hydrogen. Such a system would be
critical to the integration of fuel cell technology into the automobile and fleet vehicle
market. This research and development will lcad to broader use of fuel cell technologies.
which will result in better air quality and lowered dependence on unstable overseas oil
supplies.

The cooperative agrecment covers a period from July 1, 2002 through June 30, 2006 at a
total cost to DOE of $1,943,383. United Technologies, through UTRC, will provide
$458.871 as a cost share (approximately 19%) over the life of this agreement. 1t is noted,
however, that UTC is not entitled to the normal fee provided in a cost-type contract
because they are cost-sharing. This foregone fee, coupled with the actual cost-share,
produces an effective cost-share of over 20%. The government contribution will te made
through Budget & Reporting Codes EE0502 and EE0602 sponsored by the Office of
Hydrogen, Fucl Cells and Infrastructure Technologies Propram. Beyond the funds
committed for this agreement, United Technologies has spent approximately $4M over
the last few year developing water pas shift reactors/hydrogen separator technologies.

United Technologies is a U.S.-based, multinational corporation with research, marketing
and production experience in a wide range of technical areas, including high
performance, low-emission fuel cells for aecrospace, military and commercial
applications. UTRC is a wholly owned subsidiary of United Technologies and aperates
as the central research and development center supporting all of United Technaologies’
research and development efforts. United Technologies has been active in fiel cell
development since 1958.  United Technologics, through its subsidiary United
Technologies Corporation Fuel Cells (UTCFC), designed and manufactures the world’s
only commercially available fucl cell power system. UTCFC itself invests more than
$100M annually to the development of new fuel cell and fiel reformation technologies.
UTRC is a global leader in the development of all varietes of advanced fuel cell
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technologies. Based on United Technologies global marketing base, the grant of this
waiver will allow for swifi, thorough and worldwide commercialization and
implementation of any improved fuel cell technology that may be developed under this
cooperative agreement. Based on the dynamic naturce of the rechnology itself, as well as
the research and development being done in this field worldwide, it is not foreseen that
the gram of this waiver would decrease competition, cause undesirable market
concentration, nor place United Technologies in a dominant market position.

United Technologies has agreed to abide by 35 U.S.C. §§ 202, 203 and 204, as well as
the provisions of the Standard Patent Rights clause for an Advance Waiver
Additionally, United Technologies has agreed to the prowvisions of the attached US
Competitiveness Clause, which requires Petitioner to substantially manufacture any
products embodying or produced through any waived invention in the United States,
unless Petitioner can convince DOE it is not commercially feasible to do so. Petitioner
agrees to make this condition binding on any assignee or licensee. United Technologies
will abide by the Export Control laws and will require its licensees, if any, to do the
same. United Technologies will expend such sums as may be required to maintain the
necessary patent protection and provide incentive for commercial development of the
invention, Additionally, Petitioner has affirmatively agreed to the background data nights
clause found in 48 CFR 952.227-14, Alternate VI (February 1998) (attached).

Considering Petitioner’s status as a world leader 1n the development, productuon and
commercialization of fuel cell technology, it is concluded that the grant of the requested
waiver 1s most likely to achieve commercialization success and actual implementation of
this fuel cell, hydrogen storage technology on both a national and global scale.

As such, upon evaluation of the Waiver Pemtion in view of the objectives and
considerations set forth in 10 CFR 784 4, all of which have been considered, it is
recommended that the requested waiver be granted.

'C. Durkis
atent Attorney
DOE, Albuquerque Operations Office
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Based on the foregoing Statement of Considerations and the representations of the
attached Waiver Petition, it is determined that the interests of the United States and the
general public will best be served by a waiver of patent rights of the scope described
above and, therefore, the waiver is granted. This waiver shall not apply to a modification
or extension of the subcontract where, through such meodification or extension, the
purpose, scope or DOE cost of the subcontract has been substantially altered

CONCURRENCE:

Steven G. Chalk
Acting Director, Office of Hydrogen, Fuel Cells
and Infrastructure Technologies Program (EE-2H)
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Assistant Gegeral Counsel for Technology
Transfer and Intellectual Property (GC-62)

: ~ L
Date: ‘? “///_ [

DOE Headquarters Project Manager. Donna Lee Ho





