
STATEMENT OF CONSIDERATIONS

REQUEST BY UNITED TECHNOLOGIES CORPORATION FOR AN ADVANCE
WAIVER OF PATENT RIGHTS TO INVENTIONS MADE UNDER COOPERATIVE
AGREEMENT NO. DE-FC26-05NT42626; W(A)-05-061, CH-1336

As set out in the attached waiver petition and in subsequent discussions with DOE
Patent Counsel, United Technologies Corporation (UTC) has requested an advance waiver of
domestic and foreign patent rights for all subject inventions made under the above subject
cooperative agreement. The waiver will apply to inventions made by UTC employees and its
subcontractors' employees, regardless of tier, except inventions made by subcontractors eligible
to retain title to inventions pursuant to P.L. 96-517, as amended, and National Laboratories. An
e-mail message from UTC is attached explaining that the subcontractor BSST is a small
business and therefore eligible to retain title to its inventions.

Referring to item 2 of UTC's petition, the purpose of this agreement is to deliver
innovative integrated concepts of solid oxide fuel cell (SOFC) and thermoelectric (TE) power
systems aimed at outperforming the performance and cost targets of the technologies
developed under the Department of Energy's Solid State Energy Conversion Alliance (SECA)
programs (40% electrical efficiency on natural gas, $400/kW at 50,000units/year). The benefit
of the project is the insertion of these cost-effective, efficient and robust thermally integrated
SOFC-TE devices into coal-based power generation systems. The project is funded through
the High Temperature Electrochemistry Center (HiTEC) Research Program. This is a Phase I
award and is not subject to the licensing requirements of the SECA Core Technology Program.
Subsequent phases of the HiTEC program will, however, be made subject to the SECA
licensing provisions. It is understood that a new waiver petition will be required if the
Petitioner's project receives a Phase II award.

The work under this Phase I agreement is expected to take place from October 1, 2005
through September 30, 2007 at a total cost of $349,940. UTC will be obligated to cost share
$69,991, or 20 percent of the total cost of the project. DOE is providing the remaining 80% or
$279,949.

In view of the cost sharing and other equities between UTC and its subcontractors, it is
anticipated that the parties will develop an appropriate allocation of patent rights among the
participants to facilitate the expeditious development of the technology forming the subject
matter of the agreement. Accordingly, DOE will waive title to all subject inventions made by
UTC's employees and its subcontractors' employees, regardless of tier, except inventions made
by subcontractors eligible to retain title pursuant to P.L. 96-517, as amended, or National
Laboratories, to UTC or its subcontractors, as mutually agreed by the parties. Except as
otherwise approved in writing by DOE Patent Counsel, a party's acceptance of a subcontract
under this agreement, at any tier, shall constitute UTC's certification that it has provided that
party with a copy of this Statement of Considerations and that party's notice to DOE that it
accepts the terms and conditions of this advance waiver. Additionally, subcontractors who
receive title under this waiver shall notify DOE Patent Counsel in writing of such disposition of
patent rights.

Referring items 5-9 in UTC's waiver petition, UTC is the world leader in high
performance, low-emission fuel cell systems integration, configuration and production for
military, commercial, transportation, residential and space applications. Patents and publications
relevant to UTC's SOFC technology are cited in response to question 5. This, coupled with
UTC's cost sharing, clearly demonstrates the likelihood that UTC will continue development and
commercialization of the results of this agreement.





(t) U. S. COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced
through the use of any waived invention will be manufactured substantially in the United
States unless the Contractor can show to the satisfaction of the DOE that it is not
commercially feasible to do so. In the event the DOE agrees to foreign manufacture,
there will be a requirement that the Government's support of the technology be
recognized in some appropriate manner, e.g., recoupment of the Government's
investment, etc. The Contractor agrees that it will not license, assign or otherwise
transfer any waived invention to any entity unless that entity agrees to these same
requirements. Should the Contractor or other such entity receiving rights in the invention
undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment, license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE.
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