


The advance patent waiver also includes the attached U.S. Competitiveness clause
(paragraph t) which requires products embodying any waived invention or produced through
the use of any waived invention be manufactured substantially in the United States unless
the participant can show to the satisfaction of DOE that it is not commercially feasible to do
so. The contractor further agrees to make the above condition binding on any assignee,
licensee or other entity acquiring rights to any waived invention, including subsequent
assignees or licensees. Should the Contractor or other such entity receiving rights in any
waived invention undergo a change in ownership amounting to a controlling interest, then
the waiver, assignment, license, or other transfer of rights in the waived invention is
suspended until approved in writing by DOE.

In view of the cost sharing and other equities between Novozymes and its
subcontractors, it is anticipated that the parties will develop an appropriate allocation of patent
rights among the participants to facilitate the expeditious?;velopment of the technology
forming the subject matter of the agreement. Accordingly, DOE will waive title to all subject
inventions made by Novozymes employees and its subcontractors’ employees, regardless of
tier, except inventions made by subcontractors eligible to retain title pursuant to P.L. 96-517,
as amended, or National Laboratories, to Novozymes or its subcontractors, as mutually agreed
by the parties. Except as otherwise approved in writing by DOE Patent Counsel, a party’s
acceptance of a subcontract under this agreement, at any tier, shall constitute Novozyme’s
certification that it has provided that party with a copy of this Statement of Considerations and
that party’s notice to DOE that it accepts the terms and conditions of this advance waiver.
Furthermore, a subcontractor has the right to request a waiver from DOE in its own right,
rather than having to pass through the contractor to acquire title to subject inventions.
Additionally, subcontractors who receive title under this waiver shall notify DOE Patent
Counsel in writing of such disposition of patent rights.

Considering the foregoing, it is believed that granting the waiver will provide the
Petitioner with the necessary incentive to invest resources in the commercialization of the
results of the agreement in a fashion which will make the agreement's benefits available to
the public in the shortest practicable time. In addition, it would appear that grant of the
above requested waiver would not result in an adverse efféct on competition nor resuit in
excessive market concentration. Therefore, in view of the objectives and considerations set
forth in 10 CFR 784, all of which have been considered, it is recommended that the
requested waiver, as set forth above, be granted.

Mark P. Dvorscak
Deputy Chief Counsel
Office of Intellectual Property Law



ite: March 21, 2012

Based upon the foregoing Statement of Considerations and representations in the
‘hed waiver petition, it is determined that the interests of the United States and the
sral public wi  best be served by a waiver of patent rights of the scope described above,
therefore the waiver is granted. This waiver will not apply to any mod:fication or extension
2 cooperative agreement, where through such modification or extension, the purpose,
e, or cost of the cooperative agreement has been substantially altered.
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