
Statement of Considerations

REQUEST BY CATERPILLAR INC. FOR AN ADVANCE
WAIVER OF DOMESTIC AND FOREIGN RIGHTS IN
SUBJECT INVENTIONS MADE IN THE COURSE OF OR
UNDER DEPARTMENT OF ENERGY CONTRACT NO. DE-
FC05-970R22580; DOE WAIVER DOCKET W(A)-97-016
[ORO-660]

Caterpillar, Inc. (Caterpillar) has made a timely request for an advance waiver to
worldwide rights in Subject Inventions made in the course of or under Department of

Energy (DOE) Contract No. DE-FC05-970R22580. The scope of the work calls for the
development of durable thick thermal barrier coating (TTBC) technologies for higher
efficiency and lower emission heavy duty diesel engines. Critical design requirements
include top ring groove temperature characteristics, piston heat rejection
characteristics, TTBC porosity and surface finish characteristics, as well as TTBC
reliability, durability, and cost. The work is sponsored by the Office of Transportation
Technologies.

The dollar amount of the contract is $1,463,036 with Caterpillar cost sharing $740,158,
or 50.6% of the contract.

Caterpillar is a world leader in the design, development, and production of TTBC
systems for diesel engine technology and holds many patents in this area. It has
invested millions of dollars establishing and maintaining research and development
facilities including test cells and specialized instrumentation which are to be used in the
performance of work under this proposal. Therefore, Caterpillar's experience and
expertise will contribute substantially to development inventions made under the
contract.

Caterpillar is the world's largest manufacturer of earth-moving, materials handling and
construction equipment and world leader in design, development, production and
marketing medium and heavy duty diesel engines, spark ignited gas engines, and
industrial gas turbine engines. It produces approximately 113,000 diesel engines a year
with power ranges from 42 to 7,300 horsepower. Considering its market position, it has
the capability to commercialize engine technology developed under the contract.

If the requested waiver is approved the Patent Rights - Waiver clause will be included in
the contract. Petitioner has approved the Patent Rights -Waiver clause including
march-in rights, the granting of licenses to background patents necessary for practicing
subject inventions, retention by the government of a license, and preference for U.S.
industry.








