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Laboratories. However, DOE FFRDCs cannot be prime recipients. It is anticipated that
each of the teams will develop an appropriate allocation of patent rights among the
recipients to facilitate the commercial development of the respective technical areas
forming the subject matter of each award, subject to the requirements of the Bayh-Dole
Act. Although the recipients have not yet been selected, about 50 awards are anticipated
under this FOA depending on the size of the awards with the cost sharing being at least

20%.

It is the purpose of this class waiver to vest title to the parties’ inventions with the
recipients and subrecipients in a fashion enabling them to expediently commercialize the
various technologies. Accordingly, DOE will waive the Government’s title to subject
inventions, other than inventions made by Bayh-Dole recipients pursuant to P.L. 96-517,
as amended, or National Laboratories, to the respective recipient or other recipients as
may be designated by the parties agreeing to the terms of this waiver.

This advance class waiver of the Government’s rights in inventions is subject to the
usual Government license, march-in rights, and preference for U.S. industry provisions
set out in 35 U.S.C. 202-204. The class waiver also includes the attached U.S.
Competitiveness clause, paragraph t, which requires that products embodying any waived
invention or produced through the use of any waived invention be manufactured
substantially in the United States unless the recipient demonstrates to the satisfaction of
DOE Field Patent Counsel, with the concurrence of the cognizant DOE program, that it is
not programmatically or commercially feasible to do so. Field Patent Counsel, for good
cause shown in writing, may grant a deviation from this U.S. Competitiveness clause in
advance of contracting. The recipient further agrees to make the above condition binding
on any entity acquiring rights to any waived invention, including subsequent assignees or
licensees. Should the recipient or other such entity receiving rights in any waived
invention undergo a change in ownership amounting to a controlling interest, then the
waiver, assignment, license, or other transfer of rights in the waived invention is
suspended until approved in writing by DOE.

The grant of this class waiver is not expected to have any adverse effects on
competition or market concentration. Rather, the waiver should enhance competition and
growth of ITP’s mission in having the U.S. industry lead the world in energy efficiency
and productivity. In any event, if a recipient who has obtained title is not making
reasonable efforts to utilize a waived invention, DOE can exercise march-in rights.

This advance class waiver shall apply to each of the recipients under the teaming
arrangements upon the Contracting Officer’s written notice to Field Patent Counsel that
the recipient is obligated to provide cost sharing as set forth in the applicable FOA, and
shall remain in effect for so long as such cost sharing is maintained over the term of the
agreement.

In addition to the above, all recipients under this FOA, other than recipients which are
domestic small businesses or non-profit organizations under P.L. 96-517, as amended, or
National Laboratories, shall give DOE written notice of their acceptance of the terms and
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Considering the foregoing, andin view of thm&aﬁzﬁmy %ﬁg}tﬁfﬂ esito be obtained and
the factors o be considered under DOE’s statutory waiver policy, all of which have been
considered, it has-been determined that this class waiver as set forth above will best-serve
the interest of the United States and the- geneml ?ﬁiﬁic Iris rewmmeaded that iht: '
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Based upon the foregoing Statement of ﬁ%zdﬁl‘aﬁﬁﬁs itis dmermimd that fhe
interests of the United States and the general public will best be served by a waiver of the
United States and foreign patent rights as set forth herein, and herefore, the waiver.is
,g;ameé This-watver shaf ‘not afiect any. watver: pm\ joush grameé
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The Contractor agrees that any products embodying any waived imvention or produced
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there will be a requirement that the Government’s support of the technology be
mwgm&d in Some appropriste manner, e.g., recoupment of the Government’s

investment, etc. The Contractor agrees that it will not license, assign or otherwise
trangfer any waived invention to any entity unless that entity agrees to these same
requirements, Should the Contractor or other such entity receiving rights mn the invention
‘i%néierg;o achange in ownershi i ﬁmﬁi:mmg to a controlling interest, then the waiver,
as?tmmmt license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE. :






