


The advance patent waiver also includes the attached U.S. Competitiveness
clause (paragraph t) which requires products embodying any waived invention or
produced through the use of any waived invention be manufactured substantially in the
United States unless the participant can show to the satisfaction of DOE that it is not
commercially feasible to do so. The contractor further agrees to make the above
condition binding on any assignee, licensee or other entity acquiring rights to any waived
invention, including subsequent assignees or licensees. Should the Contractor or other
such entity receiving rights in any waived invention undergo a change in ownership
amounting to a controlling interest, then the waiver, assignment, license, or other
transfer of rights in the waived invention is suspended until approved in writing by DOE.

Considering the foregoing, it is believed that granting this waiver will provide
Petitioner with the necessary incentive to invest its resources in the commercialization of
the results of the agreement in a fashion which will make the technology available to the
public in the shortest practicable time. Therefore, upon evaluation of the waiver petition
and in view of the objectives and considerations set forth in 10 CFR Part 784, all of
which have been considered, it is recommended that the requested waiver be granted.

Mark P. Dvorscak
Deputy Chief Counsel
Intellectual Property Law Division

Date: December 29, 2011

Based upon the foregoing Statement of Considerations and representations in
the attached waiver petition, it is determined that the interests of the United States and
the general public will best be served by a waiver of patent rights of the scope described
above, and therefore the waiver is granted. This waiver will not apply to any modification
or extension of the cooperative agreement, where through such modification or
extension, the purpose, scope or cost of the cooperative agreement has been
substantially altered.
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(t) U.S. COMPETITIVENESS

> Co ra ragrees that any products embodying any waived invention or produced

»ugh the use of any waived invention will be manufactured substantially in the United

ites unless the Contractor can show to the satisfaction of the DOE that it is not

nmercially feasible to do so. In the event the DOE agrees to foreign manufacture,

re w be arequirement that the Government’s support of the technology be
recognized in some appropriate manner, e.a., recoupment of the Government’s

vestment, etc. The Contractor agrees th  t will not license, assign or otherwise

transfer any waived invention to any entity unless that entity agrees to these same
requirements. Should the Contractor or other such entity receiving rights in the invention
undt jo a change in ownership amounting to a controlling interest, then the waiver,
assignment, :ense, or other transfer of rights in the waived invention is suspended until
approve in writing by the DOE.



1) Reporting on utilization of subject inventions.
The Contractor agrees to submit annual reports every 12 months (or such longer
»d as may be specifiec vy the Patent Counsel) from the date of the contract on the

utilization of a subject invention or on efforts at obtaining such utilization that are being
me y the Contractor and any of its licensee or assignees. Such reports may inciude

{ ‘ irdi +s us of developn 1it,da offirstcomn cia' e oruse,
gre : eceived by the Contractor, and such other data and information as DOE
may reasonably specify. However, DOE a ees to permit periodic discussions with the
Contractor, on the possibility of alternative report contents or reporting schedules which

2 DOE deems sulfficient to provide the necessary information on utilization of the
subject inventions. The Contractor also agrees to provide additional reports as may be
re *DOE in connection with any march-in proceedings undertaken by DOE in
accoraance with paragraph (j) of this clause. To the extent data or information supplied
under this paragraph is considered by the Contractor, its licensee or assignee to be
pri :ged and confidential and is so marked, DOE agrees that, to the extent permitted

y law, it shall not disclose such information to persons outside the Government. The
Contractor agrees to submit the annuai reports for (10) ten years following the
completion of the project period or until the patent is allowed to lapse or expire,
whichever comes first. If sold or transferred this reporting obligation will pass on to the
buyer or transferee for completion of the ten year period of time.





